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DECI SI ON ON APPEAL

Al bert J. Jehle (the appellant) appeals fromthe final
rejection of clainms 1, 6-11 and 23-27, the only clainms renaining
in the application. W reverse.

The appellant’s invention pertains to a hypodermc
needl e assenbly. |Independent claim24 is further illustrative of
t he appeal ed subject matter and reads as foll ows:

24. A hypoderm c needl e assenbly conpri sing:

means providing a tube having a wall with a cylindrical
i nner surface having a central axis, and having first and second
openi ngs at opposite ends thereof; and

a piston having first and second opposite faces, with a
hol | ow needl e extending fromthe first face, a fitting on the
second face for disconnectible, fluid-tight attachnment to a
syringe, and neans providing a passage within the piston for
fluid conmuni cation between the needle and the fitting, the
pi ston being |ocated within the tube and frictionally engagi ng
the cylindrical inner surface of the wall of the tube but being
axially slidable therein when subjected to an external force, the
pi ston being engaged with the cylindrical inner surface at |east
at two axially spaced | ocati ons whereby the needle is held
substantially parallel to the central axis of the cylindrical
i nner surface of the wall of the tube as the piston slides al ong
the axis, the needl e and piston being |ocatable entirely within
the tube, and axially novable to a position in which the needle
extends outward fromthe first opening of the tube while the
pi ston is inside the tube;

wherein the wall of the tube has portions which are
conpressi ble i nwardly agai nst the piston by manual pressure
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exerted on the exterior of the tube while the inner surface of
the other portions of the wall remains cylindrical, to prevent
the piston fromrotating relative to the tube both when the
piston is located so that the needl e extends outwardly fromthe
first opening and when the piston is |located so that the needle
is located entirely within the tube.

The references relied on by the exam ner are:

Quaas 4,295,476 Cct. 20, 1981
W | ki ns 5,137,521 Aug. 11, 1992
Feeney, Jr. (Feeney) 5,267,977 Dec. 7, 1993

Clainms 1, 6-8, 10, 11 and 23-27 stand rejected under
35 U.S.C. §8 103 as bei ng unpatentabl e over Feeney in view of
Quaas.

Claim9 stands rejected under 35 U.S.C. 8§ 103 as being
unpat ent abl e over Feeney in view of Quaas and W/ ki ns.

The exam ner’s rejections are explained on pages 4
and 5 of the answer. The argunents of the appellant and the
exam ner in support of their respective positions are found on

pages 3-12 of the brief and pages 6-9 of the answer.

OPI NI ON
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As a prelimnary matter, we based our understandi ng of

t he appeal ed subject matter upon the following interpretation of

the term nol ogy appearing in the clains. In line 2 of claim 252
we interpret “said flexible portions” to be -- said conpressible
portions --. In line 29 of claim?26 we interpret “the flexible
means” to be -- the flexible portion --.

We have carefully reviewed the appellant's invention as
described in the specification, the appealed clains, the prior
art applied by the exam ner and the respective positions advanced
by the appellant in the brief and by the exam ner in the answer.
This review |l eads us to conclude that the prior art relied on by
the examner fails to establish the obviousness of the subject
matter defined by the clains on appeal.

According to the examner, it would have been obvi ous
“to include the holding nmeans disclosed in Quaas in the invention
di scl osed in Feeney” (see answer, page 5). In support of this
position the answer states that

Feeney, Jr. and Quaas are concerned with
preventing uni ntended novenent in a needle

2 Reference to specific lines in the clains in this opinion
is wth respect to the clains as they appear in the appendix to
the appellant’s brief.
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assenbl y/syringe. The purpose of the

| ock/ hol di ng neans (26) disclosed in Quaas is

to prevent any novenent of the bl ood

container. The purpose of the | ock/ hol ding

means (22, 24, 26, 28) in Feeney, Jr. is to

prevent any novenent of the needle (18). One

of ordinary skill in the art would find it

obvi ous to exchange one type of | ock/hol ding

means for another where the | ocks/hol ding

means are directed to preventing novenent in

a syringe or needle assenbly. (See Quaas,

colum 3, lines 12-41.) [Pages 7 and 8.]

We do not agree with the exam ner’s position. The nere
fact that, as a broad proposition, both Feeney and Quaas di scl ose
a | ocki ng/ hol di ng means does not serve as a proper basis for
concluding that it would been obvious to substitute in Feeney for
hi s | ocki ng/ hol di ng neans the | ocking/hol di ng neans of Quaas.
Instead, it is the teachings of the prior art which nust provide
the notivation or suggestion to conmbine the references. See,
e.g., Inre Fritch, 972 F.2d 1260, 1266, 23 USPQ2d 1780, 1783-84
(Fed. Gr. 1992). Here, we find no such suggestion.

Feeney di scl oses a tube 16 which functions as a
protective sheath, a piston 14, a needle 18 nounted on one end of
the piston, a nmeans for affixing the barrel 12 of a syringe
nmount ed on the other end of the piston (see colum 3, line 5) and
a | ocking/holding neans in the formof buttons 22 on the outer

surface of the piston which interact with (1) “rails” or grooves

5
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24 and (2) | ocking chanbers 26 | ocated on one end of the grooves.
The stated function of Feeney’s rails is tolimt the travel of
the piston relative to the tube (see colum 3, lines 1-5) while
t he | ocki ng chanbers, by virtue of the fact that the buttons may
be forced or snapped into and out of these chanbers, function to

rel easably retain the piston in a position wherein the needle is

| ocated inside of the tube. Mreover, as stated on page 5 of the
brief, a self-evident purpose of Feeney’'s rails and buttons is
t hat :

The engagenent of the buttons with the rails

i nherently prevents the hub fromrotating,

and therefore, the syringe barrel can be

attached to, and detached from the hub.

On the other hand, Quaas is directed to a bl ood
col l ecting device which includes (1) a generally tubular, air-
evacuat ed bl ood coll ection container 35 having an ot herw se open
end that is closed with a needl e-penetrable closure 36 and (2) a
generally cylindrical receptacle 12 having an open end and a
cl osed end, with a doubl e ended needl e cannula fixed to the
closed end in such a manner that one needl e 20 protrudes

therefrom and the other needle 22 (which is covered by a

resilient valve sheath 25) is received wwthin the receptacle 12.
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In use, the protruding needle 20 is inserted into the vein of a
patient and the end of the blood collection container 35 having
the penetrable closure 36 thereon is inserted into the receptacle
12 until the needle 22 penetrates the penetrable closure and the
resilient valve sheath 25 is conpressed. The cylindrical wall of
the receptacle 12 is also provided with a | ocking/hol ding neans

in the formof an inwardly depressible tongue 26 that engages a

lip 38 which is forned on the closure 36 for the stated purpose
of (1) preventing the blood collection container 35 from bei ng
pushed out of the receptacle 12 by the “spring force” of the
conpressed val ve sheath (colum 3, lines 1-6), (2) insuring
that there is an “uninterrupted blood draw (colum 3, lines 22
and 23) and (3) preventing injury to the patient by elimnating
the “constant inward pushing” of the blood collection container
35 (colum 3, |ines 35-40).

Thus, while both Feeney and Quaas both as a broad
proposition disclose a |ocking/holding neans, they function
in an entirely different manner and are used in conpletely
different types of devices. Absent the appellant’s own

t eachi ngs, we can think of no cogent reason why one of ordinary
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skill in this art would have been notivated to seek out the
di sparate | ocki ng/ hol di ng neans of Quaas and incorporate it into
t he device of Feeney in the manner proposed by the exam ner
(i.e., by substituting the |ocking/holding nmeans of Quaas for the
| ocki ng/ hol di ng neans of Feeney). Indeed, if such a substitution
of 1 ocking/hol di ng neans were made, Feeney’s intended function of
[imting travel of his piston (and, hence, his needle) in both
directions woul d apparently be destroyed. Cf. Ex parte Hartnmann,
186 USPQ 366, 367 (Bd. App. 1974).

Wth respect to the rejection of claim9 under
35 U.S.C. §8 103 based on the conbi ned teachi ngs of Feeney, Quaas
and Wl kins, we have carefully reviewed the teachings of WIKkins
but find nothing therein which would overcone the above-noted
deficiencies of Feeney and Quaas.

In view of the foregoing the exam ner’s rejections of

clains 1, 6-11 and 23-27 under 35 U. S.C. § 103 are reversed.

REVERSED
JAVES M MElI STER )
Adm ni strative Patent Judge )

)
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